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DETAILED ACTION 

Claim Rejections - 35 USC §103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1, 2, 4, 5 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rackley (US Patent no. 5,078,266) in view of Groomes (US Patent no. 3,871,519). Rackley 
discloses a carrying case for saw blades. At least two trays are defined by each of the case 
sections 1 1 , 12 in as much as is claimed. What can be characterized as an annular insert 34, 36 
are orthogonally and coaxially mounted within the respective cavities of each tray, see col. 4, 
lines 11-16. The inserts manifestly alter a diameter of each tray section 11,12. The difference 
between claim 1 and Rackley resides in the case 10 being a generally circular case. 

Groomes discloses a bingo carrying case similar in function and design as Rackley. Two 
case "tray" sections 1 1, 12 are hinged together to define an internal carrying cavity for retaining 
articles. The case has a generally circular shape as shown in figures 1 and 3. It would have been 
obvious to one of ordinary skill in the art to modify the case of Rackley by forming a generally 
circular case as taught by Groomes, as a matter of design choice for the reason that the shape of 
case is of no particular criticality as the device of Rackley would fionction equally well regardless 
of the particular shape used. The circular shape would have also better approximated the shape of 
the saws contained. 

As to claims 2, Rackley discloses a pivot pin 27 mounted directed through the hinge 
mount of the base and lid, col. 4 lines 38-40 of Rackley. 

As to claim 4, a pull mechanism 21, 22 in communication with the two trays is disclosed 
by Rackley in as much as is claimed. 

As to claim 5, a latching mechanism 19, 20 is disclosed by Rackley. 
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As to claim 7, Rackley includes a handle 21, 22 in commimication with the at least two 

Storage trays 11, 12. 

3. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over the prior art as 
applied to claim 2 above, and further in view of Leitner (US Patent no. 2,410,585). Leitner figure 
2 is suggestive of two circular case sections hinged together along a circumference of each 
section 5, 6. It would have been obvious to one of ordinary skill in the art to provide circular 
hinged sections arranged as suggested by Leitner for the polygonal configuration of Rackley, in 
order to economize material by having a shape that better approximates the shape of the articles. 



Response to Arguments 

4. Applicant's arguments filed November 22, 2006 have been fully considered but they are 
not persuasive. Since the patent to Leitner is only being applied to claim 3, this rejection is Non- 
Final. 

5. The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

In establishing a prima facie showing of obviousness set forth above it is not seen where these 
factual inquiries have not been established. 

Rackley is directly pertinent to the problem of the present disclosure in that the invention 
relates to the field of saw blade support structure, see col, 1, lines 6-10. Moreover, both Rackley 
and Groomes related to the container art with structure of similar design and function. Both are 
cases having hinged sections, the hinged sections are for holding articles within the case, both 
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cases have hinged sections pivotally attached and both cases have a handle mechanism extending 
from each section. Accordingly, the scope and content of the prior art is defined. 

As to the second inquiry, the above rejection resolves the difference between the closest 
prior art and claims at issue. That being a generally circular case rather than the polygonal case 
design of Rackley . 

Finally, a finding of the ordinary skill level in an art is not an absolute requirement; not to 
do so is not fatal to a determination of obviousness if it does not improperly influence the 
determination e.g., (i) findings that the invention would have been obvious to those of the lowest 
level of skill, i.e., that of the layperson, or that the invention would have been non-obvious to 
those of extraordinary skill, i.e., other inventors in the art. Kloster Speedsteel AB v. Crucible Inc., 
230 USPQ 81 (Fed. Cir. 1986) on rehearing 231 USPQ 160 (Fed. Cir. 1986), or (ii) where the 
prior art itself reflects the appropriate skill level. Litton Ind Prods. Inc. v. Solid State Sys. Corp., 
225 USPQ 34 (Fed. Cir. 1985). 

Hence, it is submitted the Examiner has met the initial burden of establishing a prima 
facie conclusion of obviousness. 

With regard to the claim including features not disclosed by Rackley, it is not agreed only 
one tray can be said to be formed by the case 10. Dictionary.com broadly defines a tray as; "a 
flat, shallow container or receptacle". While one can construe the entire case as a tray there is 
nothing preventing one from also construing each case section, which is defined to include a 
cavity, as also being a tray. More importantly, there is nothing in the claimed subject matter 
limiting what one may consider a tray. As the Federal Circuit has observed, "the name of the 
game is the claim," in re Hiniker Co., 150 F.3d 1362, 1369. 47 USP02d 1523. 1529 (Fed. Cir. 
1998) and absent subject matter defining otherwise it is not seen why each case section can not 
be considered a "tray" within the ordinary meaning of the term. 

The same is also true of the "orthogonally and coaxially mounted" bosses 34, 36. 
Applicant argues these structures of Rackley are not removably mounted. First, there is nothing 
in the claim requiring the inserts to be removable. Secondly, it is not seen what would prevent 
one from removing the mounted bosses, as by cutting them off, if so desired. Applicant's 
remarks in the capacity are not persuasive. 
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Finally, with regard to the tenuous subject of suggestion or motivation for the 
combination it is respectfully submitted all of the prior art references employed above relate to 
pertinent concepts and relative features that would have been obvious to one skilled in the 
container art. Forming a generally circular case is shown to be known by those skilled in the 
container art. While the differences between Rackley and the claimed subject in this regard 
appear to be a matter of design choice, it can be said the circular shape better approximates the 
shape of the articles contained which provides a motivational basis. 



6. Any inquiry conceming this communication or earlier communications from the 
Examiner conceming the merits of the claims should be directed to David T. Fidei whose 
telephone number is (571) 272-4553. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Mickey Yu can be reached on (571) 272-4562. The fax 
phone number for the organization where this application or proceeding is assigned is 571-273- 



Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 
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